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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 7/18/02. 

(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 
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(2) Related Appeals and Interferenc s 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 2, 3, and 9 do not stand or fall 
together and provides reasons as set forth in 37 CFR 1.192(c)(7) and (c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

5,024,220 HOLMGREEN ET AL 6-1 991 

4,863,439 SANDERSON 9-1 989 
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(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-9 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Applicant fails to specifically teach solid stylet rod. The 
Examiner agrees that there is enablement for a rod in the specification. However, there 
is no enablement as to whether the rod is solid or hollow. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sanderson (4863439). 
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6. As to claim 1 , Sanderson teaches an endo-tracheal tube retainer with a semi- 
rigid stylet rod (10) having proximal and distal ends; and a connection adapter (30, 50) 
tapered from a proximal end of the connection adapter to a distal end of the connection 
adapter to a distal end of the connection adapter for secure insertion within a range of 
endotracheal tubes, the adapter being secured to the distal end of the stylet rod. 

7. As to claim 2, Sanderson teaches an endo-tracheal tube retainer wherein the 
endo-tracheal tube retainer is used to facilitate the removal of the laryngeal mask of the 
type having a flexible respiratory tube, and that is sufficiently small in diameter to pass 
through a flexible respiratory tube. 

8. As to claim 3, Sanderson teaches a retainer where the stylet is adapted for use 
independent of the retainer as an intubating stylet. 

9. As to claim 4, Sanderson teaches a semi-rigid stylet which is of sufficient length 
to extend from the laryngeal opening to a point external to a patient's oral cavity. 

10. As to claim 5, Sanderson teaches a retainer where the connection adapter is 
removably secured to the semi-rigid stylet by means of a threaded connector. 

11. Claims 1, 6, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Holmgreen et al (5024220). 

12. As to claim 1 , Holmgreen et al teach an endo-tracheal tube retainer with a semi- 
rigid stylet (18) having proximal and distal ends; and a connection adapter (3) tapered ) 
tapered from a proximal end of the connection adapter to a distal end of the connection 
adapter to a distal end of the connection adapter for secure insertion within a range of 
endotracheal tubes, the adapter being secured to the distal end of the stylet rod. 
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13. As to claim 6, Holmgreen et al teach an endotracheal tube retainer wherein an 
exterior surface of the connection adapter comprises a plurality of longitudinal grooves 
(20) permitting passage of air and fluids past the endotracheal tube retainer; and a 
plurality of threads (6) angled to facilitate insertion of the endotracheal tube retainer 
within an endo-tracheal tube. 

14. As to claim 7, Holmgreen et al teach an endo-tracheal tube retainer wherein the 
connection adapter is composed of soft, semi-rigid material sufficiently flexible to permit 

* 

the connection adapter to traverse through the endo-tracheal tube. 

15. As to claim 8, Holmgreen et al teach an endo-tracheal tube retainer wherein the 
longitudinal grooves are equi-spaced around the connection adapter exterior surface. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Holmgreen et al. 

18. As to claim 9, Holmgreen at al teach an endo-tracheal tube retainer with 
longitudinal grooves. It should be noted that Holmgreen et al fail to specifically teach at 
least four longitudinal grooves. However, the Applicant fails to disclose how having at 
least four grooves solves a stated problem or provides an advantage over the prior art. 
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It would have been obvious to one of ordinary skill in the art through mere routine 
observation and experimentation to arrive at a particular number of grooves as a design 
choice. 

(11) Response to Argument 

In response to Applellant's arguments with respect to the new matter issue, the 
Examiner would like to point out that no where in the specification or the drawings does 
the Appellant provide disclosure of the stylet rod as being solid. A stylet and/or a rod 
can either be hollow or solid, therefore, disputing Appellant's statement that "this matter 
is both literally and inherently disclosed in the application as filed." Appellant refers to 
Figure 8 of the application as showing a solid stylet rod. However, Figure 8 is not a 
cross-section which would prove that the stylet rod as claimed is either solid or hollow. 
Figure 8 nor do the recitations of the specific pages of specification cited by the 
Appellant provide conclusive evidence that the stylet rod is in fact solid. Although, 
Appellant refers to Merriam Webster's Collegiate Dictionary, Tenth Edition, as a 
teaching for solid rod, Appellant merely piecemealed the definition of the term rod to 
arrive at solid. When looking up the term rod in the above noted dictionary, solid does 
not appear to be one of the definitions, i.e., a rod is not inherently solid. Please note 
MPEP 2163.05 and 2163.07 on inherency which states that "Inherency, however, may 
not be established by probabilities or possibilities." In this case, it is possible that a rod 
can either be solid or hollow. 
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With respect to the 35 U.S.C 102 (b) rejections of claims 1-5; the 35 U.S.C. 
102(b) rejection of claims 1, 6, 7,and 8; and the 35 U.S.C. 103(a) rejection of claim 9, 
please note that the Examiner rejected the claims without considering the term "solid" in 
the claims. 

In response to Appellant's arguments that the claimed invention was patented on 
November 14, 2001 under British Patent No. 2357437, please note that the patentability 
of the claims under the British practice are not the same as those under U.S. practice 
and as such bears no relevance to the present case. 

In response to Appellant's arguments that both Sanderson and Holmgreen et al 
teaches/teach a hollow rod, the Examiner agrees that both Sanderson and Holmgreen 
et al teaches/teach a hollow rod. However, once again as noted above, the Appellant 
has not provided support in the disclosure that the rod as claimed is solid. Furthermore, 
with respect to the functional language set forth in claims 1 , 2, and 3, please note that a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). 

In response to Appellant's arguments with respect to claim 9, the Examiner 
maintains that Appellant has not provided a statement as to how four grooves solve a 
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stated problem or provide an advantage over the prior art. The Examiner agrees that 
there is criticality for the grooves but there is no criticality for the number of grooves. 
Appellant does not provide support or criticality for why four grooves function better or 
provide unexpected results from any other given number of grooves. It is the number of 
grooves that the Examiner maintains is a matter of design choice or that one of ordinary 
skill in the art would be able to arrive at the particular number of grooves through 
observation and routine experimentation. 

For the above reasons, it is believed that the rejections should be sustained. 
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